United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nihil Stall-, Patent ami Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



I0/5G6.3K5 



01/30/2006 



25944 7590 05/06/2010 

OLIFF & BERRIDGE, PLC 
P.O. BOX 320850 
ALEXANDRIA, VA 22320-4850 



WOOD, JARED M 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
05/06/2010 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

OfficeAction25944@oliff.com 
j armstrong @ oliff.com 



PTOL-90A (Rev. 04/07) 



Application/Control Number: 10/566,385 
Art Unit: 1793 



Page 2 



Attachment to the Advisory Action 



Applicant has argued that JP 2002-352837 (Saito) fails to disclose applicant's claimed 
control section. In support of this argument applicant alleges that the examiner has misapplied In 
re Schreiber, 128 F.3d 1473 (Fed. Cir. 1997) in support of the examiner's conclusion that 
functional limitations in product claims limit the structure of the product only insomuch as the 
product is capable of performing the claimed function. Applicant further seeks to characterize 
Schreiber as only applying to the intended use of a product. However, functional limitations in 
product (or in this case apparatus) claims at their very essence are a limitation of an intended use 
and are not sufficient to distinguish an invention form the prior art excepting where the 
functional limitation would require or implies a structural feature not disclosed by the prior art. 
As cited by the examiner, Saito discloses all of the structural features present in applicant's 
claims. In particular, Saito's control section receives data from pressure, temperature, and 
voltage sensors and controls the opening and closing of various valves as well as controls the gas 
pressures in the line to which the valves are associated based upon sensory input flf 0050-0141). 

Applicant cites on page 3 of his remarks that claim 1 recites a "control section that 
controls. . ." and identifies this as a recitation of structure of applicant's claimed control section. 
It is unclear how applicant has determined that Saito's control section is incapable of controlling 
Saito's system since Saito discloses that the components of his fuel cell system (particularly the 
gas control valves) are controlled by the control section fl| 0050-0141). 

Applicant argues on page 3, that the manner of control and how it is carried out 
distinguishes applicant's claim 1 from the prior art. However, as previously discussed, claims 
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drawn to a product (or apparatus) must be distinguished from the prior art in terms of structure 
not function and therefore need only be capable of performing the claimed function. Applicant 
has provided no further evidence of any particular structure required by applicant's recitation of 
the desired function of the fuel cell system at large or, more specifically, the control section 
which is sufficient to distinguish applicant's system from that of the prior art. 

Applicant further submits that "Saito discloses a completely different controller then that 
recited in claim 1". However, it is unclear how applicant has arrived at this determination since 
no structural characteristics of applicant's controller are claimed or disclosed except for the 
components which are controlled by the control section, the inputs into the control section, and 
the intended method of controlling performed by the control section. Saito's control section is 
disclosed in a similar manner in that no particular structure of the control section is disclosed 
other than the components which are controlled by the control section, the inputs into the control 
section, and the intended method of controlling performed by the control section. Saito's 
controller has at least substantially similar inputs and controls at least substantially similar 
components of Saito's fuel cell system. Given this, there is no evidence to support applicant's 
argument. 

Although Saito's intended manner of control is different than that disclosed and claimed 
by applicant, since Saito's fuel cell system is, structurally, at least substantially similar to that 
disclosed by applicant, then Saito's fuel cell system would be capable of performing applicant's 
desired manner of control of the system. 
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